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DETAILED ACTION 
Remarks 

1. The Amendment filed on December 9, 2005 has been received and entered. Claims 1-51 
are pending. 

Claim Objections 

2. Claims 1, 2, 3, 4, 6, 7, and 8 are objected to because of the following informalities: 

3. Applicant's recitation of "for extracting information" in claim 1 constitute intended use 
of the claimed invention must result in a structural difference between the claimed invention and 
the prior art in order to patentably, therefore carry no patentable weight. 

4. Claim 3, line 2, recite "can be" is passive and should be changed to recite something 
more firm and definite i.e. "is". 

5. Independent claim 1 initially recites the limitation "an XML format" in the body of the 
claim, later on, dependent claims 2, and 3, introduce another statement of "an XML format" 
making it vague and unclear to the Examiner if a new XML formatting is taking place after the 
initial process or if the reference remains to the prior XML format thereby lacking sufficient 
antecedent basis for this limitation in the claim. 
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6. Independent claim 4 initially recites the limitation "a database" in line 3, later on, recites 
"a database" again in the body of the claim, line 6, making it vague and unclear to the Examiner 
if a new database is being referenced or if the reference remains to the prior database thereby 
lacking sufficient antecedent basis for this limitation in the claim. 

7. Independent claim 5 is directed to "A method" in the preamble, later on, dependent 
claims 6-8, introduce the statement of "A method" making it vague and unclear to the Examiner 
if a new method separate from the proceeding takes place after the initial process or if the claims 
are meant to be independent claims and therefore should be vmtten as such. Claims 6-8 lack 
sufficient antecedent basis. 

Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claims 1, 4, and 5 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

10. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Independent claim 1 preamble recites "an information extracting device 
for" performing a functionality without ever mentioning the "device" as being a tangible 
computer device storing software program "executed" or "processed" to realize the intended 
fimctionaHty, there are no components or elements recited to the device, and there's no hardware 
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included in the device to perform the functionaUty. Moreover, the mere recitation of "for" is 
intended use and does not cause any functionality to occur in the device. The claim language 
should be amended to be more direct and positive. 

11. Claim 4 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Independent claim 4 preamble recites "a program stored on a computer 
medium" without ever mentioning the program being "executed" or "processed" to realize its 
functionality. 

12. Claim 5 is rejected imder 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claim 5 is not statutory because it merely recite one computing step 
without producing any tangible result and/or being limited to a practical application (see MPEP 
2106 IV.B.2.(b)). The definitions given in the specification for a system is broad enough so as to 
not include a practical application within the technological arts, and no tangible result is 
produced in the claims. The claims should entail transformation of article or material to a 
different state or thing with final results achieved "useful, tangible, and concrete". The claims 
should be amended so that some kind of output is required and/or so a tangible result is 
produced. 

For instance, in claim 5, the final limitaion of "converting" has not transformation and 
produces no real world results/output. Furthermore, although, reciting "a database" in the 
preamble; the body of the claim has no recitation of the steps being stored or transformed on a 
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computer or any other hardware, it merely recite "referring to the database" which could be just 
done visually without the need for computer interaction, execution, or processing. 

Claim Rejections - 35 USC§112 

13. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention, 

14. Claims 1, 4, and 5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the steps. 
See MPEP § 2172.01. The omitted steps are: 

15. The preamble of claim 1 recites "An inforaiation extraction device" however in the body 
of the claim 1, the device is directed to "calling a function. . . for converting. . .referring. . . 
returning". There's no claim to the actual "extraction" taking place or what device feature is 
performing the "extraction". There's no claim to how the device is interrelated with the 
performance of the "function" or whether the "function" is stored and preformed by software in 
the device. There's no claim to the storage of previously sent /received requests. 

The claim fails to interrelate essential elements of the invention as defined by applicant(s) 
in the specification page 2, lines 16-25, and page 3, lines 8-16 specifically the steps between 
"calling a function" and "converting" ...and "returning results". These steps further interrelating 
it to the preamble are missing. There's no mention of the "extraction" taking place anywhere in 
the body of the claim as such how does the claim achieve its sought out piupose of being "an 
information extraction device"? 



Application/Control Number: 09/748,370 Page 6 

Art Unit: 2165 

Furthermore, the device components of "XML operator function 5", "browser 1", server 
2", and "XML generation function 4" appears to be missing in light of the specification figure 1 . 
One or both those components deemed necessary structural cooperative relationships of elements 
described by the applicant(s) as necessary to practice the invention. 

16. Claim 4 preamble recite "for controlling a server to perform" without any reference to 
how the server is actually performing the process since there's no mention of the "server" at all 
in the body of the claim making it hard to understand its functionality or its place with respect to 
the database or the information extraction device. There's no mention of how theses processes 
are tied or preformed with respect to the server. 

Furthermore, the device components of "XML operator function 5", "browser 1", server 
2", and "XML generation function 4" appears to be missing in light of the specification Figure 1, 
and specification page 6, lines 6-2 L One or both those components deemed necessary structural 
cooperative relationships of elements described by the applicant(s) as necessary to practice the 
invention. 

17. Claim 5, recite the single step of "converting" without any reference to what is 
performing the "converting" step or to how the "converting" is taking place. There's no tie-in to 
any hardware performing the "functionality" to realize the "converting" step, it can easily be 
implemented on paper. 

The claim fails to interrelate essential elements of the invention as defined by applicant(s) 
in the specification page 2, lines 16-25, and page 3, lines 8-16 specifically the steps between 
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"extracting" . . .then "converting" steps. The steps of "sending a request". . ."function call up" 
. . ."extracting information". . ."returning information" are missing in order to interrelate it to the 
preamble. When did the "extracting" step place? 

18. Claims 2-3 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 2-3 recite the limitation "the generated requests in an XML format". There is 
insufficient antecedent basis for this Umitation in the claim. 

Claim Rejections - 35 USC § 102 

19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

20. Claims 1-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Anderson et al. 
(U.S. Patent No. 6,510,434 Bl). 



As to claim 1, Anderson et al. discloses an information extraction device for extracting 
information corresponding to a request from a database, comprising: 
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a function called up from application software, for converting a plxirality of kinds of 
requests into requests in an XML format by referring to a database and returning results and 
returning results of the requests from the database (See column 14, lines 53-67, wherein 
"application" reads on "query requests sent by client device", also see column 15, lines 1-2). 

As to claims 2, and 3, Anderson et al. discloses wherein a list of requests related to the 
generated requests in an XML format that can be arbitrarily selected and set, is linked and 
provided ("list of request" is deemed to be "the requests themselves" there's no distinction made 
here to the contrary). 

As to claim 4, Anderson et al. discloses a computer-readable storage medium on which is 
recorded a program for controlling a server to perform a process comprising: 

extracting information corresponding to a request from a database as an information 
extraction device (See column 14, lines 53-62, wherein "extracting" reads on "parsing", also see 
column 15, lines 1-2); 

converting a plurality of kinds of requests into requests in an XML format (See Figure 
6A, flow chart showing steps for receiving request., identifying XML related to request, 
combining the XML with request., then delivering the results) by referring to a database as a 
function called up from application software (See Figure IB, shows plurality of applications 
having access to database, and see column 9, lines 54-58, teaches application is a search retrieval 
application to find information); 



Application/Control Number: 09/748,370 Page 9 

Art Unit: 2165 

returning the information extracted from the database by the request (See column 9, Hnes 
14-17, wherein "returns" reads on "access and locate information stored in the database"). 

As to claim 5, Anderson et al. discloses a method for extracting information from a 
database in response to a request for the information, comprising: 

converting at least one of a plurality of kinds of requests into a an extensible markup 
language format referring by to the database (See Figure 6A, flow chart showing steps for 
receiving request., identifying XML related to request, combining the XML with request., then 
delivering the results, also see Figure IB, shows plurality of appUcations having access to 
database, and see column 9, lines 54-58, teaches apphcation is a search retrieval appUcation to 
find information). 

As to claim 6, Anderson et al. discloses wherein said converting is performed in a 
function called up from application software (See column 14, lines 53-67, wherein "application" 
reads on "query requests sent by client device", also see column 15, lines 1-2), and 

wherein said method further comprises returning results in the extensible markup 
language format from the function the application software (See column 14, lines 53-67, wherein 
"appUcation" reads on "query requests sent by cUent device", also see column 15, lines 1-2). 



As to claim 7, Anderson et al. discloses wherein the application software and the function 
are executed by a server having access to the database (See column 14, lines 49-52). 
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As to claim 8, Anderson et al. discloses wherein the database stores XML tags in tables, 
including at least one table indicating at least one relationship between data in independent tables 
by defining at least one relationship between the XML tags in the independent tables (See 
column 14, lines 58-66, wherein "independent table" reads on "metafile" indexes XML tags). 

Response to Arguments 

21. AppUcant's arguments with respect to claims 1-8 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

22. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Neveen Abel-JaUl whose telephone number is 571-272-4074. 
The examiner can normally be reached on 8:30AM-5: 30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffm can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-fi-ee). 
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